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Group 2700 



Assistant Commissioner for Patents 
□Washington, D.C. 20231 



AMENDMENT AND RESPONSE TO OFFICE ACTION 



ryDear Sir: 



In response to the Office Action dated October 25, 1999, please amend the above- 
identified patent application as follows: 



IN THE SPECIFICATION: 



V4 



On page 3, line 12, delet^the cdtoma afthr "When. 
On page 3, line 29, delfet;e and insert 
On page 4, line 28, d^^t'-N; 




ste^and' 



the end of the sentence. ^ 
period at the end of the sentence and insert and--. 



On page 4, line 30, delete 

On page 4, line 31, insert --{FIGURE 9 is^a block diagram of the connections between the 



CPU and remote stations/ ^ 



On page 6, line 3, delete the comma after "dal 
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On page 7, line 20, chane 
On page 7, line 22, chanj 
On page 7, line 26, insert -vq*''^afler\s)ijibols. 
On page 7, line 26, changbv"ri#l J^to 
On page 7, line 27, chanjge 'W to --0-. 
On page 8, line 5, delete tn^offlW after "of.' 
On page 8, line 7, change "PI'\o --I 
On page 8, line 13, change "AClACn" to --Ais;i-AV- 
On page 10, line 9, delete cokma after "alteratives" and insert a^eriod. 
On page 10, line 11, d^leteVc^lers" and insert -(^Hers'- 
On page 10, line 22, change 'Tor" to --fOT~. \ 
On page 13, line 3, change "^27lE222" to "627-21222--. 
On page 13, line 30, cVnge "U(2\" tOv-"ai3)-. 
On page 1 3, line 3 1 , delete the pb^iod after ^tmace." 
On page 14, line 6, delete th^comma aft8^"niunber." 
On page 15, line 5, change "1|(213) to ~'^13)~. 
On page 15, line 13, delete ti^ecbmma afte;;"is." 
On page 15, line 15, change/'onetime" to ~one-t 
On page 16, Une 2, change/'lkJU" to ~'%3"-^ 
On page 17, line 11, change Xn49m84l\" to --"4951684"- 



-time- 



jeXn49m 
On page 18, line 4, chang^6173.1 1" to ~61>3 



On page 18, line 15, change '^ansact^on-is" to -transaction is-. 
On page 18, line 20, change^8^to -88.-. 

On pa ge 22, line 21-22, delete "(by voice cue) to provide" and insert -f by the voice 
generator to provide (by voice)^' 



On page 26, line 1, delete ^e comma aft^^ "collected." 
On page 27, line 9, after "cimently" insert 
On page 27, line 11, aftervQwilculator" insert -JQO- 
On page 29, line 6, changfes^K^Qr" to -Vor-.\ 
On page 32, line 25, change '^IPRn" to -PKl-PRiiv. 



On page 33, line 9, change "sizable-humber" to -sizable^umber-. 
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On page 35, line 15, delete the\onmia after "qualiiied." 

On page 37, line 23, change %12V7-77771 tbs.."277-7777"--. 

On page 43, line 26, change "instaHed-for" to —installed for—. 

On page 43, line 27, change^'ofXto --^Of--. 

On page 47, line 11, change "such data.," to — sucBN^ata,— , 

REMARKS 

This Amendment is responsive to the office action dated October 25, 1999.. 
In paragraph 1 of the office action, the Examiner requested that Applicant either state the 
class/subclass section for every reference cited in the Information Disclosure Statement or cross 
the class/subclass section with a straight line in order to alleviate the Examiner from having to do 
so. The undersigned apologizes for burdening the Examiner v^th that task. In the event the 
f j Examiner has not yet undertaken that task, the imdersigned is enclosing a copy of the forms 
ti PTO-1449 submitted before with lines to cross the class/subclass sections for every reference. 

C3 The undersigned notes that the Examiner has only returned page 1 of the forms PTO-1449 

CCi 

f rj submitted, bearing his signature to formally indicate that he has considered the references cited 
by Applicant. The undersigned respectftiUy requests the Examiner to execute the enclosed forms 
and return a copy to the Applicant for his files. 

Applicant also notes that the official filing receipt sent the U.S. Patent and Trademark 
'^'^[ Office does not accurately indicate the chain of applications from which the present application 
claims priority. A copy of official filing receipt with an indication of the missing applications is 
" attached with this response. Applicant respectfiiUy requests that the record in the file be updated 
to reflect the accurate chain of priority. 

In addition, Applicant is requesting the above amendments to the original specification to 
correct inadvertent and obvious errors. 

In paragraphs 3, 4, and 5, the Examiner rejects the present claims under 35 U.S.C. 
Section 103(a) as impatentable over Szlam in view of Moosemiller or Kraus and fiirther in view 
of Crane. Applicant submits that to combine the references there must be a suggestion in the 
references indicating the desirability to combining them as suggested by the Examiner. To that 
end. Applicant requests the Examiner to consider the following case law. It is immaterial to the 
issue of obviousness that all of the elements were old in the art. Gillette Co. v. S.C. Johnson & 
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Son. Inc. , 919 F.2d 720, 724, 16 USPQ2d 1923, 1927 (Fed. Cir. 1990). Virtually all inventions 
are combinations of old elements. Environmental Designs v . Union Oil Co. of Cel., 713 F. 2d 
693, 698, 218 USPQ 865, 870 (Fed. Cir. 1983). Moreover, the new combination need not 
provide unexpected results or synergism. American Hoist & Derric k Co. v. Sowa & Sons. Inc., 
725 F.2d 1350, 1360-61, 220 USPQ 763, 771 (Fed. Cir. 1984). The question is not whether each 
element in a claimed invention is old and unpatentable, but whether "there is something in the 
prior art as a whole to suggest the desirability, and thus the obviousness of making the 
combination." Panduit Corp. v- Dennison Mfg. Co. . 810 F.2d 1561, 1575, 1 USPQ2d 1593, 
1602-03 (Fed. Cir. 1987). The claimed invention must be considered as a whole. Gillette Co. v. 
S C. .Johnson & Son. Inc. . 919 F.2d at 724, 16 USPQ2d at 1927. 

Applicant respectfully submits that the Office Action engages in impermissible hindsight 
reconstruction of the claimed invention, using Applicant's claims as a template and selecting 

tjdements from references to fill the gaps. Eg,, In re Roufifet, 149 F.3d 1350, 1357-58, 47 

pUSPQ2d 1453, 1457-58 (Fed. Cir. 1998). 

J'3 In paragraphs 6, 7, and 8, the Examiner rejected the claims under the judicially created 
rUdoctrine of obviousness-type double patenting as being unpatentable over claims 1-13 of 
^^Applicant's earlier issued patent no. 5,815,55 1 . The Examiner acknowledges that the present 
L, claims are not identical to those in the parent and indicates that they are broader in scope. 
M Although the claims are different, to expedite allowance of this- application. Applicant is 
f^i submitting a terminal disclaimer to obviate the double patenting rejection. 
^ Favorable consideration and allowance of the claims here is respectfully requested. 

Rgspeetfotiy-submitted, 
LYON & LYpN, LLP 

Dated: April 25, 2000 




Reena Kuyper 
Registration No. 3:1/830 



633 W. Fifth Street, Suite 4700 
Los Angeles, CA 90071-2066 
(213)489-1600 
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